
% United States R\tent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
RO. Box 1450 

Alexandria, VugLnia 22313-1430 
www.tupto.gov 



I APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



09/916,195 



07/27/2001 



Stefan Jaroch 



SCH-1823 



7080 



23599 7590 05/29/2003 

MILLEN, WHITE, ZELANO & BRANIGAN, P.C. 
2200 CLARENDON BLVD. 
SUITE 1400 

ARLINGTON, VA 22201 



EXAMINER 



RAYMOND, RICHARD L 



ART UNIT 



PAPER NUMBER 



1624 

DATE MAILED: 05/29/2003 




Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/916,195 



Examiner 

Richard L. Raymond 



Applicant(s) 

JAROCH ETAL 



Art Unit 

1624 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on the amendment of March 24. 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-6 and 8-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 1_ is/are allowed. 

6) £3 Claim(s) 2-6. 8 and 9 is/are rejected. 

7) ^ Claim(s) 10 and 11 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



Response to Amendment 



1 . The amendment of March 24, 2003 canceled claim 7 and added new claims 9-11. 
Accordingly, the claims now under consideration are claims 1-6 and 8-11. 

2. The rejection under Section 1 12 of record has been overcome by the amendments. 



3. Claims 3, 8, and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. (1) Claim 3 is a substantial duplicate of claim 2 upon which it 
is dependent since the limitation "said compound is a 2,3-benoxazin-l-one" does not further 
limit the claim. All the compounds of claim 2 are 2,3-benoxazin-l -ones. (2) Claims 8 and 9 are 
incomplete in the failure to define the variables of formula (I). Reference to formula (I) of claim 
2 is apparently intended. (3) Claim 8 contains the alternative language "such as, e.g." and "for 
example" which renders the claim indefinite. Correction and/or clarification of the above are 
requested. 



4. Claims 2-6, drawn to products, are again rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims of the Lehmann et al. U.S. 
Patents 6,245,804 and 6,344,454. Although the conflicting claims are not identical, they are not 



Claim Rejections - 35 USC § 112 



Obviousness-type Double Patenting 
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Art Unit: 1624 

patentably distinct from each other because overlapping subject matter and common species are 
involved. Applicants' arguments have been considered, but note that the STN/CAS printout of 
species of the two patents shows common species. Thus motivation clearly exists to prepare the 
present species. 



5. Claims 2-6, drawn to products, and claim 8, drawn to process of making, are rejected 
under 35 U.S.C. 102(e) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over the Lehmann et al. patents cited above. In addition to common species (see the 
corresponding STN/CAS printout), the patents generically disclose the present compounds. 
Where not anticipated, one would be motivated to prepare the present compounds from within 
the generic and species teachings of the references. In the absence of a showing of unexpected 
properties, no patentable significance is seen in the present selection. With respect to the process 
of making, see columns 13-20 of the patents. 



6. Claims 9, drawn method of use, would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 1 12, second paragraph, set forth in this Office action and to include 
all of the limitations of the base claim and any intervening claims. 



Claim Rejections - 35 USC § 102 / 35 USC §103 



Allowable Subject Matter 
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7. Claims 10 and 11, drawn to method of use, are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims, or upon allowance of the claim generic 



9. This action is not made final. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard L. Raymond whose telephone number is (703) 308-4523. 
The examiner can normally be reached on Monday-Thursday (9:30AM-8:00PM)). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mukund J. Shah can be reached on 305-4716. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-4556 for regular 
communications and (703) 308-4556 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1235. 



thereto. 



Claim 1, drawn to method of use, is allowed. 



Conclusion 
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